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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely fi!ed 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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8) n Claim(s) . are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
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Replacement drawing sheet(s) including the confection is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d), 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438. 164 USPQ 619 (CCPA 1970);and. In re Thorington, 
418 F.2d 528. 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 , 20-27, 42 and 51-56 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-77 of copending Application No. 09/877,684 (Ge et al). Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the limitations recited in claims 1, 20-27, 42 and 51-56 of the instant 
application are encompassed by claims 1-77 of copending Application No. 09/877,684 
(Ge et al). 

Regarding claims 1 and 42, Ge et al (copending Application No. 09/877,684) 
discloses an optical IP switching method, comprising the steps of: 

receiving a plurality of optical data packets at an optical switch, wherein each 
data packet has a payload and header information; 
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extracting the header information from each of said plurality of data pacl^ets; 

converting the header information for each of said plurality of data packets from 
an optical format to an electric format; 

processing the header information for each of said plurality of data packets at a 
control unit to generate control signals to control data packet payload routing through 
the optical switch; 

routing the payload from each of said plurality of data packets through the optical 
switch in an all-optical manner to at least one desired switch output; 

converting the header information for each of said plurality of data packets back 
to an optical format; and 

recombining the payload and header information for each of said plurality of data 
packets for transmission on at least one output fiber from said at least one desired 
switch output (claim 1 of Ge et al). 

Regarding claim 20. Ge et al discloses wherein said first converting step further 
comprises converting the header information from each of said plurality of data packets 
using a plurality of optical-to-electric converters (claim 45 of Ge et al). 

Regarding claims 21 and 52, Ge et al discloses wherein said control unit further 
comprises software instructions to control functionality of said control unit (claim 40 of 
Ge et al). 

Regarding claims 22 and 53, Ge et al discloses wherein said control unit 
provides a control signal based on the header information to control the routing of said 
plurality of data packet payloads through said optical switch (claim 40 of Ge et al). 
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Regarding claims 23 and 51 , Ge et al discloses wherein said second converting 
step further comprises converting the extracted header infomriation from an electric 
format to an optical format using a plurality of electric-to-optical converters (claim 42 of 
Ge et al). 

Regarding claims 24 and 54, Ge et al discloses wherein said receiving step 
further comprises receiving a plurality of data packets at an optical switch along one or 
more input fibers (claim 1 of Ge et al). 

Regarding claims 25 and 55, Ge et al discloses wherein said optical switch is a 
wave division multiplexing ("WDM") switching router and wherein said one or more input 
fibers and said at least one output fiber are WDM fibers (claims 1 and 2 of Ge et al). 

Regarding claims 26 and 56, Ge et al discloses wherein one or more of said 
plurality of data packets are received at said optical switch along a common one of said 
on or more input fibers and transmitted from said optical switch along a plurality of 
different output fibers (claim 1 of Ge et al). 

Regarding claim 27, Ge et al discloses said optical switch is independent of the 
rate of transmission of said plurality of data packets (claim 1 of Ge et al). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 1, 20-27, 42 and 51-56 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Guillemot et al (US Patent No. 5,734,486) in view of Yoo (US Patent 

No. 6,519,062). 

Regarding claims 1 and 42, referring to Figures 1, 2 and 6-8, Guillemot discloses 
an optical IP switching method (Fig. 1), comprising the steps of: 

receiving a plurality of optical data packets (i.e., optical data packets El, E2,..., 
En, Fig. 1) at an optical switch (i.e., optical switch C. Fig. 1), wherein each data packet 
has a payload and header information (col. 7, lines 50-53); 

extracting the header information from each of the plurality of data packets (i.e., 
separator means 120 extracting the header information from the data packet, Fig. 6, col. 
15, lines 44-55); 

converting the header information for each of the plurality of data packets from 
an optical format to an electric format (i.e., PIN detector 123, Fig. 6); 

processing the header information for each of the plurality of data packets at a 
control unit (i.e.. control unit 40, Fig. 1) to generate control signals to control data packet 
payload routing through the optical switch (col. 1 1 , lines 35-49, col. 1 5, lines 44-67 and 
col. 16, lines 1-35); 

routing the payload from each of the plurality of data packets through the optical 
switch in an all-optical manner to at least one desired switch output (col. 16, lines 10- 
34). 
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Guillemot differs from claims 1 and 42 in that he fails to teach converting the 
header information for each of the plurality of data packets back to an optical fomnat and 
recombining the payload and header information for each of the plurality of data packets 
for transmission on at least one output fiber from the at least one desired switch output , 
However, Yoo in US Patent No, 6,519,062 teaches converting the header information 
for each of the plurality of data packets back to an optical format and recombining the 
payload and header information for each of the plurality of data packets for transmission 
on at least one output fiber from the at least one desired switch output (Fig. 21 . col. 20, 
lines 32-50). Therefore, it would have been obvious to one having skill in the art at the 
time the invention was made to incorporate the converting the header information for 
each of the plurality of data packets back to an optical format and recombining the 
payload and header information for each of the plurality of data packets for transmission 
on at least one output fiber from the at least one desired switch output as taught by Yoo 
in the system of Guillemot. One of ordinary skill in the art would have been motivated to 
do this since Yoo suggests in column 20, lines 32-50 that using such the converting the 
header information for each of the plurality of data packets back to an optical format and 
recombining the payload and header information for each of the plurality of data packets 
for transmission on at least one output fiber from the at least one desired switch output 
have advantage of allowing providing an optical packet header processing device for 
processing a header of an optical packet expressing an address of a destination node to 
control a switching operation of an optical packet switch. 
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Regarding claim 20, the combination of Guillemot and Yoo teaches wherein the 
first converting step further comprises converting the header information from each of 
the plurality of data packets using a plurality of optical-to-electric converters (Fig. 6 of 
Guillemot and Fig. 21 of Yoo). 

Regarding claims 21 and 52, the combination of Guillemot and Yoo teaches 
wherein the control unit further comprises software instructions to control functionality of 
the control unit (Fig. 6 of Guillemot and Fig. 21 of Yoo). 

Regarding claims 22 and 53. the combination of Guillemot and Yoo teaches the 
control unit provides a control signal based on the header information to control the 
routing of the plurality of data packet payloads through the optical switch (col. 1 5 of 
Guillemot, lines 44-67 and col. 16, lines 1-35); 

Regarding claims 23 and 51 , the combination of Guillemot and Yoo teaches the 
second converting step further comprises converting the extracted header information 
from an electric format to an optical format using a plurality of electric-to-optical 
converters (Fig. 21 of Yoo). 

Regarding claims 24 and 54, the combination of Guillemot and Yoo teaches the 
receiving step further comprises receiving a plurality of data packets at an optical switch 
along one or more input fibers (Figs. 1 and 2 of Guillemot and Fig. 21 of Yoo). 

Regarding claims 25 and 55, the combination of Guillemot and Yoo teaches the 
optical switch is a wave division multiplexing ("WDM") switching router and wherein the 
one or more input fibers and the at least one output fiber are WDM fibers (Figs. 1 and 2 
of Guillemot and Fig. 21 of Yoo). 
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Regarding claims 26 and 56, the combination of Guillemot and Yoo teaches the 
one or more of the plurality of data packets are received at the optical switch along a 
common one of the on or more input fibers and transmitted from said optical switch 
along a plurality of different output fibers (Figs. 1 and 2 of Guillemot and Fig. 21 of Yoo). 

Regarding claim 27, the combination of Guillemot and Yoo teaches the optical 
switch is independent of the rate of transmission of said plurality of data packets (Figs, 1 
and 2 of Guillemot and Fig. 21 of Yoo). 

Allowable Subject Matter 

5. Claims 2-19 and 43-50 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

6. Claims 28-41 and 57-61 are allowed. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Takahashi (US Patent No. 5,483,370) discloses crossconnect apparatus for a 
coherent transmission system. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanh Phan whose telephone number is (571)272-3035. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan, can be reached on (571)272-3022. The fax phone number for 
the organization where this application or proceeding is assigned is (703)872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
4700. 



HANH PHAN 
PRIMARY EXAMINER 




